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UNITED STATES CIRCUIT COURT OF APPEALS 
Joun H. Rice & Co. v. Repiicn Mre. Co. 
(202 Fed. Rep., 155.) 
Third Circuit, January 31, 1913. 


UNFAIR COMPETITION—STRUCTURAL IMITATION OF ARTICLE. 
The mere imitation of the structure of an unpatented article, first 
made as a novelty by one manufacturer, is not unfair competition. 


Appeal from an order of the United States district court, 
eastern district of Pennsylvania, granting a preliminary injunc- 
tion. Reversed. 

Bertram D. Rearick and Frank S. Busser, of Philadelphia, 


Pa., for appellant. 
Charles M. Clarke and Griffith & Mitchell, of Pittsburg, Pa. 
(Cyrus N. Anderson, of Philadelphia, Pa., of counsel), 


for appellees. 
3efore Gray and BurrincTon, Circuit Judges, and RELI1- 


sTAB, District Judge. 


Gray, Circuit Judge—This is an appeal from a decree of 
the court below ordering a preliminary injunction in a suit in 
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equity brought originally by certain parties comprising the pres- 
ent appellees, Alexander E. and Otto Redlich, trading as the 
Redlich Manufacturing Company, and West Bros. & Co., against 
the appellants, John H. Rice & Co., as defendants, for alleged 
unfair competition in the making and sale of a certain article of 
manufacture, viz., telephone-shaped bottles adapted to contain 
candy, perfumery, and the like. On objection to the jurisdic- 
tion, on account of the citizenship of West Bros. & Co., they, as 
parties complainant, were, with permission of the court, with- 
drawn, and the suit proceeded in the name of the Redlich Manu- 
facturing Company, as complainants. The bill alleges that 
complainants— 

“are engaged in the business of manufacturing and selling to the trade 
generally, certain novelties for the retail trade, in packages for candy, 
bottled goods, etc., and particularly in a certain novelty telephone-shaped 
bottle made in imitation of a desk extension telephone, the body portion 
of which comprises a bottle containing or adapted to contain candy, per- 
fumery, and the like, and having a removable cork or stopper, made in 
imitation of the transmitter mouthpiece of a telephone, and including an 
imitation receiver. 

Complainants also allege that they have manufactured and 
sold their goods under and by virtue of rights accruing from 
letters patent of the United States, issued in 1907 to the said 
Alexander E. Redlich, for certain improvements in bottle stop- 
pers, which letters patent, it is alleged, identify and cover the 
construction, arrangement and form of the said novelty telephone- 
shaped bottle. They allege that they have, during a period of 
upwards of six years, established various agencies and distribu- 
tion depots in various parts of the United States, and have sold 
large quantities of the telephone-shaped bottles to the trade, and 
that West Bros. & Co., as exclusive licensees, have likewise sold 
large quantities of the said article throughout different parts of 
the United States. It is further alleged that this novelty tele- 
phone-shaped bottle, so sold and identified by said letters patent, 
is of great value and utility, and. that the trade and public gen- 
erally have acquiesced in and recognized the exclusive rights 
of the complainants. That large sums of money have been 
expended ‘on and about the said bottle,” for the purpose of 
carrying on the business of manufacture, introduction and _ sale 
of the same. 
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It is then charged that the defendants, well knowing the 
premises, and in contravention of the exclusive rights of the 
complainants and their exclusive ownership and identification with 
the trade property in these telephone-shaped bottles, “due to 
complainants’ origination, long continued manufacture, introduc- 
tion and sale thereof,” did, without license and against the will 
of complainants and in violation of their rights, make and. sell 
bottles “embodying the novel features of appearance, construc- 
tion, style, mode of operation, and otherwise, substantially similar 
to the novelty telephone-shaped bottles exclusively. owned by 
complainants,” and threaten to continue so to do. The bill then 
charges that such acts by defendants constitute unfair trade, and 
that complainants’ business is threatened with demoralization, ete. 

It appears that, though the patent for an improved, bottle 
stopper is often mentioned in the said bill and alleged rights re- 
sulting therefrom more than once referred to, no claim is made 
by reason of the patent, and the suit has been pursued throughout 
23 one for unfair competition. 

It is admitted in argument that a suit under the patent 
was instituted prior to the bringing of the present suit, and is 
still pending. The complainants, however, seek by the present 
bill for an injunction and an accounting. The article on which 
this monopoly of manufacture and sale is claimed by the com- 


inches in 


plainants, is a diminutive bottle, not more than. 3! 
height, in the exact similitude of a desk telephone, including 
mouthpiece and receiver. Its capacity as a container is, of course, 
exceedingly small, adapted only to hold pellets of candy not 
larger than bird shot or minute portions of perfumery. Its 
function as a container of anything is negligible. It is a toy, 
rendered attractive by being a diminutive representation of a 
well-known article. It belongs to a class of such articles whose 
attractiveness consists in miniaturing articles of common use. It 
has been pointed out.as a matter.of common knowledge, that 
there are manufactured and on sale many so-called novelties, in 
the shape of miniature trunks, hand bags, suit cases, automobiles, 
violins, opera glasses, cash registers, etc., and also many other 
things that would serve as toy containers, They are not articles 
of utility, and the only reason assignable for their production is 








—— 


ian sn nati int i tn et att tips Sits sian 


116 THE TRADE-MARK REPORTER 


that, being diminutive replicas of things in common use, they 
appeal to a certain sense akin to that of humor, especially in 
children. No proprietorship can be predicated in the novelty of 
such articles. They are neither new nor useful. The most that 
can be said is, that they are odd, or absurd. Every one is at 
liberty to make a replica, diminutive or otherwise, of an un- 
patented article. No one can obtain a monopoly on such an 
article by being the first to manufacture it, or the first to put it on 
the market. It is not unfair trade or unfair competition with the 
originator of such article of manufacture, that others should 
manufacture and sell the same thing. 

The principle upon which the law in regard to unfair com- 
petition is judicially administered is well settled and has been 
abundantly illustrated by numerous decisions of courts of equity 
in this country and in England. It rests on the proposition that 
equity will not permit any one to palm off his own goods on 
the public as those of another. Any one who manufactures and 
deals in an article of public use and in public demand has, under 
this doctrine, the right to protection of whatever reputation and 
good will he has established, in regard to the excellence or quality 
of such article, as associated with the source of its manufacture. 
Every one may have the right to make such article, but no one 
has the right, in putting the same article upon the market, to 
use any package, common-law trade-mark, label, or other dress 
or indicia calculated to induce the casual purchaser to believe 
that the article is the manufacture of another person. This gen- 
eral statement of what may constitute unfair competition, while 
not exhaustive, may include such imitation of form, color, or 
other unessential and external details of the article itself, as may 
deceive the casual purchaser as to the origin of the manufacture. 
This, however, does not permit any person to monopolize the 
manufacture and sale of the article itself. So a person may 
manufacture and sell an unpatented article that has been pre- 
viously manufactured by another, without being guilty of unfair 
competition, even though in all essential features the one article 
is an exact simulacrum of the other. 


Turning to the case in hand, it is to be observed that, neither 
in the bill of complaint ‘nor the moving affidavits is there any 











JOHN H. RICE & CO. V. REDLICH MFG. CO. 117 


allegation that the defendants have done more than to make an 
article structually similar to the articles made by complainants. 
No common-law trade-mark is alleged to have been appropriated, 
and there is no allegation that any distinguishing marks, not 
essential features of the goods themselves, have been copied by 
the defendants. No allegation that the defendants so packed, 
dressed, or labeled their goods as to induce the casual purchaser 
to believe that defendants’ goods were those of the complainants. 
The gravamen of complainants’ case, as stated by themselves, is 
that defendants made a miniature imitation of a desk telephone, 
which imitation had been previously made by the complainants. 
As both imitations were of the same object, they were neces- 
sarily exactly alike. The similarity consists in the construction 
of the article in question. The defendants’ imitation in miniature 
of a desk telephone was bound to resemble in all its essential 
features the miniature desk telephone of complainants, and there 
is no allegation—certainly there is no proof—of any imitation of 
such nonessential features of form, color, or other external de- 
tails as would be calculated to cause deception as to the origin 
of manufacture. 


The case thus differs from that of Yale & Towne Mfg. Co. 
v. Alder, 154 Fed., 37, 83 C. C. A., 149, much relied upon by 
the appellees, in which certainly the doctrine of unfair competi- 
tion has been carried to the utmost verge, as was said by the 
court in Rushmore v. Manhattan Screw & Stamping Works, 163 
Fed., 939, go C. C. A., 299, 19 L. R. A. (N. S.), 269. 

It is to be observed, however, that in Yale & Towne v. Alder, 
the charge of unfair competition was, that the defendant had 
so closely copied the plaintiff's padlock, in form, size, coloring, 
lettering and details of finish, as that purchasers would likely be 
induced to buy his padlock, supposing it to be the padlock of the 
plaintiff. The court said: 


“His (defendant’s) apparent purpose was to extend his trade with 
retail dealers and supplant the plaintiff's sales to such dealers by fur- 
nishing them with an article which could be sold readily to customers 
as the article made by the plaintiff.” 


There is no such feature presented in the case before us. The 
Yale lock had a world-wide reputation, and apparently a large part 
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of the value of defendant's lock consisted in the belief of the 
purchaser, induced’ by the -defendant’s imitation of unessential 
details of form and color, that the lock was of the Yale & Towne 
manufacture. It is apparent, and theré is no evidence to the 
contrary, that any one ‘who purchased the defendants’ miniature 
telephone, cared nothing ‘for the origin of its manufacture, much 
less does it appear that ‘any one was induced to buy by the belief 
that he was buying an article made by the complainants. The 
right to make a toy by a minute imitation of a natural or artificial 
object was common to all the trade. Defendants here were sell- 
ing the-same-article, or rather an exactly similar article to that 
manufactured ‘and sold by the complainants. There was no 
attempt by the defendants, and no reason for attempting, to de- 
ceive the public as to the origin of manufacture. The likeness 
was mi the goods themselves—not in any brand, label, trade-mark 
or package. As said by Judge Holmes in Flagg Mfg. Co. v. Hol- 
way, 178 Mass., 83,59 N. E., 667, in ‘speaking of the right of 
defendant to make a musical instrument called a “zither,” pre- 
cisely in form and construction like that of thé plaintiff : 

“Under such circumstances, the defendant has the same right as the 
plaintiff has to manufacture instruments in the present form, to imitate 
the arrangement of the plaintiff's strings or the shape of the body. In 
the absence of a patent, the freedom of manufacture-can not be cut down 
under the namé of preventing unfair competition. * * * The instru- 
ment sold is made as it is; partly at least, because’ of a supposed or estab- 
lished desire of the public for instruments-in that form. The defendant 
has the right to get the benefit of that desire, even if created by the 
plaintiff. The: only thing he has not the right to sell is the good will 
attaching to the plaintiff's personality—the benefit of, the public’s desire 
to have goods made by the plaintiff.” 

In the case of Marvel Co. v. Pearl (C. C. A. 2d Circuit), 133 
Fed., 160, 66 C. C. A., 226, the plaintiff made a bulb syringe to 
use as a douche, by means of a whirling spray, under the name 
of “Whirling Spray.” Defendant made one like it under the 
name of “Whirl-spray.” The court of appeals, in affirming the 
decree of the court below, quoted and approved the following 
finding of. that court: 


“There is nothing about the article, as made and sold by the defend- 
ants, that is not necessary in the making and operation of such an in- 
strument. It is made in the form that it must be made in order to 
accomplish its purpose, and, if the making in that form is any representa- 
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tion that the thing made came from the plaintiff, it is because of the extent 
to which the plaintiff had made and displayed and sold it before the 
defendants began.” 


The court of appeals then adds: 


“Unfair competition is not established by proof of similarity in form, 
dimensions, or general appearance alone. Where such similarity consists 
in constructions common to or characteristic of the article in question, 
and especially where it appears to result from an effort to comply with 
the physical requirements essential to commercial success, and not to be 
designed to misrepresent the origin of such articles, the doctrine of unfair 
competition can not be successfully invoked to abridge the freedom of 
trade competition.” 

None of the cases cited by the appellees seems to us ap- 
plicable to the case in hand. Nearly all, if not all, of them con- 
cern the imitation of the dress, label, or container of an article 
as a means of deceiving the public. The likeness here was in the 
thing itself, not in any container, mark, or label attached to it. 
The thing sold by both complainants and defendants was a toy, 
made attractive by reason of being an imitation of the same 
article of common use, to wit, a desk telephone. 

It is true that in Cook & Bernheimer v. Ross (C. C.), 73 
Fed., 203, cited by the appellees, the unfair competition com- 
plained of was the use by defendant of a peculiarly shaped bottle 
for holding a brand of whisky known as “Mount Vernon.” The 
form of the bottle was square, and such form was copied, but 
was shown to have been original with the complainant and used 
as a brand or trade-mark of the whisky he manufactured. The 
court said that it could not 


“escape the conviction that they found the square-shaped bottle con- 
venient and useful, because it was calculated to increase the sale of their 
goods, and that such increase, if increase there be, is due to the circum- 
stances that the purchasers from defendants have reasonable expectation 
that the ultimate consumer, deceived by the shape, will mistake the bottle 
for one of complainants’.” 

No comment is necessary to point out the distinction be- 
tween this case and the one before us. , It is. not alleged that 
defendants in the case ,before ns sought to sell- minute portions 
of candy or perfumery, by packing.them in_telephane-shaped 
bottles like those first used.-by the complainants. - The bottles 
themselves were the goods that were sold, and the unfair compe- 
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tition is not in selling either candy or perfumery, but in selling 
these very bottles. No doubt could have been entertained in the 
case last above referred to, as to the right of defendants to trade 
in the square-shaped bottles, as bottles, without regard to their 
contents. The conduct of the defendants denounced by the court 
as unfair competition was their using the peculiarly shaped bottle 
of complainants as a means of selling their own whisky as that 
of the complainants. The square-shaped bottle having been long 
associated with the whisky made by the-complainants, its use by 
the defendants was likely to induce in the casual purchaser the 
belief, in buying the defendants’ whisky, that he was buying that 
of the complainants. 

We think the proposition a sound one, that, where the like- 
ness is in the goods themselves, because of the copying of the 
unpatented structure or design of complainants’ article, and not 
in unessential marks applied to the goods, or in the container or 
dressing up of the goods, and there is no evidence that defendants 
attempted to palm off their goods as those of complainants, there 
is no legal basis for an action of unfair competition. 

Further discussion of the cases cited by the complainants 
below seems unnecessary, and for the reasons stated the decree 
below is reversed. 


L. E. WATERMAN Co. v. STANDARD Druc Co. 
(202 Fed. Rep., 167.) 
Sixth Circuit, January 11, 1913. 


1. INJUNCTION—DECREE BY CONSENT. 

Consent that a case be finally heard and determined on a motion 
for preliminary injunction is a consent to the submission of the case 
on the papers before the court; it is not an admission of the complain- 
ant’s right. 

. INJUNCTION—POowER oF Court To Mopiry. 

A decree of injunction is not open to modification on a rule to 
show cause at a subsequent-term of the court. The court can only 
construe and enforce it. 

3. INJUNCTION—PArRTIES LIABLE FOR VIOLATION. 

An agent of the defendant, not a party to the original suit, but 
upon whom service of the injunction was made may upon motion be 
punished as for contempt, for violation of the injunction, and an order 
dismissing the proceeding is appealable as to the agent as well as to 
the original defendant. 


to 
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4. INJUNCTION—VIOLATION. 

Where an injunction forbids the sale of goods bearing a certain 
name unless accompanied by words distinguishing such name from 
that of complainant, the sale of the goods with an oral statement to 
each purchaser that they are not the goods of the complainant, is a 
violation of the injunction. 

Appeal from an order of the United States circuit court for 
the northern district of Ohio, dismissing a rule against the de- 
fendant and its agent, to show cause why they should not be 
punished for contempt for violation of injunction. Order re- 
versed and proceeding remanded. 


Samuel S. Watson, of New York City (IWValter B. Raymond, 
of counsel), for appellant. 
John A. Chamberlain and T. H. Bushnell, of Cleveland, Ohio, 
for appellee. 


Before WarRINGTON and DENtson, Circuit Judges, and Mc- 
Cau, District Judge. 





WARRINGTON, Circuit Judge—This is an appeal from an 
order made in the court below, November 9, 1911, dismissing a 
rule theretofore entered against appellee and one Sol. Teller, as 
its alleged agent, to show cause why a writ of attachment should 
not issue against them “as and for contempt of court” for violat- 
ing an injunction order previously granted in the cause. The 
injunction had been granted nearly two years before upon bill 


"| of appellant, and proofs of infringement of complainant’s trade- 
names and trade-marks and of unfair competition; and these 


ae, wee 


matters form the subject of the controversy. The order enjoined 
defendant, a corporation, “its officers, agents, servants, employes, 
and all persons taking or holding, under, from, or through it, 
from” infringing complainant’s trade-mark “Waterman's Ideal 
Fountain Pen, N. Y.,” also its trade-mark ‘‘Waterman’s,” as 
stated in four paragraphs. Paragraphs 3 and 4 are relied on and 
are as follows: 


“(3) Using the name of ‘A. A. Waterman & Co.,’ or any corporate 
name containing the word ‘Waterman’ or ‘Waterman’s’ or ‘Watermans’s’ 
in connection with the manufacture, or sale, of fountain pens, unless 
accompanied by words which conspicuously, clearly, and unmistakably dis- 
tinguish such corporate name from that of the complainant. 
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“(4) Selling, representing, or advertising in any manner whatsoever 
fountain pens (other than fountain pens of complainant’s: manufacture ), 
as ‘Waterman Pens, ‘Waterman’s Pens,’ ‘Watermans’s Pens,’ ‘Waterman 
Fountain. Pens,’ ‘Waterman’s. Fountain: Pens,’ ‘Watermans’s Fountain 
Pens, or using any other words which would indicate that the fountain 
pens so sold represented or advertised are fountain pens of complainant's 
manufacture.” 


The application made under the original bill was for a tem- 
porary injunction, but counsel for the present appellee admittedly 
stated to counsel for the present appellant: 


“That defendant would have no further affidavits or evidence, upon a 
hearing to be had later and that the matter of a temporary injunction 
might be considered upon hearing as for a permanent injunction.” 


The order of injunction as made commences thus: 


‘A motion for a writ of permanent injunction this day by cons 


nt 
coming on to be heard upon the bill of complaint,” 


ere. 

The order remains in full force and effect; no appeal or 
other steps having been taken to review it. It was treated below 
by Judge Killits as a consent order; but we interpret the consent 
to have been meant and considered as a submission to final hear- 
ing, and not as admitting complainant’s right to the injunction. 

The question demanding ultimate consideration is whether 
the true legal relation between the appellee Drug Company and 
Sol. Teller places the latter fairly within the language of the 
order enjoining the Drug Company, “‘its officers, agents, servants, 
employes, and all other persons taking or holding, under, from, 
or through it.” Stated shortly: 


Is Teller an agent or employe 
of the company ? 


The proceeding for contempt was heard and 
disposed of upon affidavits and exhibits. The acts claimed to 
have been violative of the order of injunction were committed 
within the Euclid Avenue store of the Drug Company in Cleve- 
land. The defenses made in substance are: (1) That the rela- 
tion between the Drug ‘Company and Teller was at the date of 
the injunction, and still is, that of landlord and tenant; and (2) 


that Teller was not a party to the original suit. The learned 


trial judge, who dismissed the rule to show cause, did not find it 
necessary to determine the true relation that existed between 
the Drug Company and Teller. 


This was because of a ruling 
made in L. E. Waterman Co. v. Modern Pen Co., 183 Fed., 119, 
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105 C. C. A., 408 (C. C. A., 2d Cir.), that the third paragraph 
of the injunction order there involved was erroneous; the court 


below holding in the instant case: 


“The facts do not connect the Standard Drug Company with the 
transaction unless it may be said that they are responsible for the acts 
of Sol. Teller, their tenant. In fact, there is at most here nothing more 
than a technical contempt, or a technical violation of an order which it 
is quite plain the court would not now grant under the same circumstances 
and which we are very clear the court granting it would not have granted 
had it been contested.” 

Judge Hand has since interpreted the decision of the court 
of appeals in the case just cited to mean that “there should be 
no absolute injunction against the name ‘A. A. Waterman & Co.’ 
on the showing made,” but he did not understand the rule to for- 
bid placing a limitation upon the use of the name. (D. C.) 193 
Fed., at 248. Apart from that case, however, it is clear that 
the order of injunction, which Judge Tayler had entered at a 
previous term, was not open to modification on the rule to show 
cause. Loeser v. Savings Deposit Bank & Trust Co., 163 Fed., 
212, 213, 89 C. C. A., 642 (C. C. A, 6th Cir.); Bronson v. 
Schulten, 104 U. S., 410, 26 L. Ed., 797; Barrell v. Tilton, 119 
U. S., 637, 643, 7 Sup. Ct., 332, 30 L. Ed., 511; Turner v. Railway 
Co., 24 Fed. Cas., 367. The only power residing in the court 
below, or in this court, in respect of such an order of injunc- 
tion, is to construe and enforce it. It was admitted that, al- 
though Teller was not a party by name to the original suit, when 
the order of injunction was served on the Drug Company, it 
was either shown or read to Teller, and that he “agreed not 
to sell the pens marked A. A. Waterman & Co. while tenant of 
defendant.” This is hardly consistent with a total absence of 
control in the Drug Company. Both Teller and a saleswoman 
in charge of the business carried on by him stated in substance 
in affidavits that they sold “A. A. Waterman & Co.” pens, and 
that the pens were so marked, but that they in each instance 
orally stated to the purchaser that they were such pens, and 
that she also stated that they were not the L. E. Waterman pens. 

Thus Teller’s agreement “not to sell the pens marked A. A. 
Waterman & Co.,” before mentioned, was confessedly not kept. 
It is equally clear that, if the relation between the company 
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and Teller is in legal effect that of principal and agent, both 
the Drug Company and Teller violated the order of injunction. 
Estes v. Worthington (C. C.), 30 Fed., 465, 466; Dadirrian v. 
Gullian (C. C.), 79 Fed., 784, 787; Featherstone v. Ormonde 
Cycle Co. (C. C.), 53 Fed., 111; Cramer v. Fry (C. C.), 68 Fed., 
201, 205. The injunction forbade the Drug Company to use 
the name “A. A. Waterman & Co.,” or to use “any corporate 
name containing the word ‘Waterman,’ ” in connection with the 
sale of fountain pens, “unless accompanied by words which 
conspicuously, clearly, and unmistakably distinguish such cor- 
porate name from that of the complainant.” If we regard this 
language, rather than one of the affidavits to the contrary, the 
late Judge Tayler thought it was not enough for the seller, when 
disposing of the pens, simply to state orally either that such pens 
were made by A. A. Waterman & Co., or that they were made 
by that company, and were not “L. E. Waterman pens’; because 
the inhibition is that such sales must be accompanied by words 
which conspicuously distinguish the name of A. A. Waterman 
& Co. from that of the L. E. Waterman Co. An oral state- 
ment can not very well be employed to distinguish the two names 
“conspicuously.” The injunctional order appears to be based 
on the theory that the public understands “Waterman”’ to sig- 
nify the appellant’s pens, and the evident purpose was to avoid 
confusion and deception of the public (Dietz v. Horton Mfg. Co., 
170 Fed., 872, 96 C. C. A., 41), and so to protect the average 
customer, rather than the discriminating dealer. It has been 
aptly said of the two names, L. E. Waterman Co. and A. A. 
Waterman & Co., in another case, that the ordinary customer 
would scarcely heed the difference between the initials “L. E.” 
and “A. A.’’; he would be influenced by the name “Waterman.” 
Indeed, it is hard to see how the requirement of the present 
injunction can be satisfied without plainly stating at least upon 
the packages containing A. A. Waterman & Co. pens, and sim- 
ilarly in advertising the pens, both that they are A. A. Waterman 
& Co. pens, and not pens of the L. E. Waterman Co. In L. E. 
Waterman Co. v. Modern Pen Co. (D. C.), 193 Fed., at page 
247, it was said: 


“Now it is perfectly plain to any candid person that the ordinary 
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buyer pays little attention to such prefixes as ‘L. E.’ and ‘A. A.’—an 
inattention upon which it is quite clear to me the defendant’s purchase 
of the name depended. Dealers will, of course, know the difference very 
well; but they are privy to the fraud. It is the form in which the wares 
come to the final buyer that counts, and, while the defendant is not 
responsible for the spontaneous representation of dealers, it must not so 
mark or dress its goods as to create, or aid in, any misapprehension by 
the buyers.” 


Again, as there stated (193 Fed., 248): 


“Therefore a decree will pass forbidding the use of ‘Ideal,’ of ‘Water- 
man, and of ‘A. A. Waterman & Co.,’ except in connection with the 
following phrase or its equivalent, all words to be written in letters of 
the same size, ‘not connected with the original “Waterman” pen.’ ” 


Further, as Judge Denison recently said in the Webster’s 
Dictionary case (G. & C. Merriam Co. v. Saalfield, 198 Fed., at 
375: 


“Defendant may not use the word at all, unless he accompanies it 
with the explanation; he must neutralize an otherwise false impression; 
he must ‘unmistakably inform’ the public that the article is of his produc- 
tion (Singer Mfg. Co. v. June Mfg. Co., 163 U. S., 200); he must so 
distinguish that ‘no one with the exercise of ordinary care, can mistake’ 
(Saxlehner v. Eisner & Mendelsohn Co., 179 U. S., 19, 41); he must 
give ‘the antidote with the bane’ (Herring, etc., Co. v. Hall, etc., Co., 208 
U. S., 559).” 


Clearly the object of the present proceeding is to vindicate 
and enforce private rights; it is remedial in its nature, and in- 
volves a charge only of civil contempt, net criminal contempt. 
Merchants’ Stock & Grain Co. v. Board of Trade, 187 Fed., 
399, 402, 109 C. C. A., 230 (C. C. A., 8th Cir.), and numerous 
cases there cited; Enoch Morgan’s Sons Co. v. Gibson, 122 Fed., 
422, 423, 59 C.C.A., 46 (C.C. A., 8th Cir.). It follows that, since 
the Drug Company was defendant in the original suit, the case as 
to it was appealable to this court. Merchants’ Stock & Grain Co. v. 
Board of Trade, 187 Fed., 399, 109 C. C. A., 230; Enoch Mor- 
gan’s Sons Co. v. Gibson, 122 Fed., 423, 59 C. C. A., 46; Matter 
of Christensen Engineering Co., 194 U. S., 458, 460, 461. Con- 
sidering the object and nature of the present proceeding, in 
connection with the fact that Teller was joined as a defendant 
upon the theory and claim that he was an agent of the Drug 
Company, we think it is equally plain that the case was appeal- 
able as to him; because, if such relation existed, he admittedly 
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aided and assisted the company in disobeying the injunction, 
and so was amenable to process as a party. Estes v. IVorthing- 
ton, supra; Dadirrian v. Gullian (C. C.), 79 Fed., 786. See, also, 
Employers’ Teaming Co. v. Teamsters’ Joint Council (C. C.), 
141 Fed., 679. After the rule had been dismissed, appellant filed 
a petition again asking for a rule to show cause against the Drug 
Company and Teller “jointly and severally, why a writ of at- 
tachment should not issue against them as and for contempt of 
court in violating an injunction order of this court, dated Decem- 
ber 14, 1909” (the order in question) ; and, further, that a ref- 
erence be made to take proofs upon stated issues of fact ten- 
dered, among which is one concerning Teller’s relation to the 
Drug Company. If it should appear on investigation that their 
relation was that of principal and agent, the court in which 
the injunction was granted would have no more right to decline 
to enforce it than it would to forbid the issue of an execution 
to collect an ordinary judgment there rendered. Enoch Morgan's 
Sons Co. v. Gibson, 122 Fed., 423, 59 C. C. A., 46. 

Since this relation was not determined, the ruling below 
must be reversed with costs, and the cause remanded for trial 
upon that issue. 


UNITED STATES DISTRICT COURT 
Coca-CoLta Co. v. VircintA Syrup Company. 
Eastern District of Virginia. 


TRADE- MARK—VALIDITY—Coca-Co.La. 
The name “Coca-Cola” is a good and valid trade-mark and 
infringed by the name “Crescent Coca-Cola.” 


1S 


In Equity. On final hearing. Decree for complainant. 


Messrs. Candler, Thomson & Hirsch, of Atlanta, Ga., Harry 
D. Nims, of New York City, and C. l’. Meredith, of 
Richmond, Va., for complainant. 

Julian Gunn and G. A. Hanson, of Richmond, Va., for de- 
fendant. 


WappitL, District Judge.——This cause is now before the 
court for final hearing upon the pleadings and proofs, and upon 
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the apphcation for the injunction prayed for, and the conclusion 
reached by the court thereon is that the complainant has a valid 
statutory trade-mark in the word or words “Coca-Cola,” and 
that the defendant, in the manufacture and vending of its com- 
pound known as “Crescent Coca-Cola” is infringing the complain- 
ant’s trade-mark, and hence the injunction prayed for should 
be granted. 

Reference may be had to the recent decision of Judge San- 
ford, in the case of Coca-Cola Company v. Nashville Syrup Com- 
pany, 200 Fed., 157, and the authorities referred to therein, as 
containing a full and interesting discussion of the subject under 
consideration. 





NEW YORK SUPREME COURT 


LONGENECKER Vv. LONGENECKER Bros., INc. 
40 N. Y. Supp., 403.) 
Special Term, Kings County, February 24, 1013. 
1. UNFAIR COMPETITION—ELEMENTS OF CAUSE oF ACTION, 


It is essential to a cause of action for unfair competition that the 
should be competition in fact, directed to securing the patronage of 


the same class of customers. A complaint which fails to allege such 
actual competition is defective 
2. UNFAIR COMPETITION—DISSIMILAR BUSINESS. 


Where the complaint shows that the plaintiff is a practising dentist 
and that the detendant corporation was organized to manufacture and 
sell tooth powder and dental supplies, no basis for an action is alleged. 


ie 
a 3. UNFAIR COMPETITION—SELECTION OF CORPORATE NAME. 
Ff The fact that a corporate name is made up from a family name 
5 - . . . ag 
10 member of which is connected with the corporation, gives no cause 
of action to one of that name to enjoin the use of its name by the 
corporation 
Motion for judgment on the pleadings. Granted. 
Isracl H. Perskin, of Brooklyn, for the motion. 
Stanley Channing Fowler, of Brooklyn, opposed. 
F BeNeEpict, J.—In this case, after joinder of issue, a motion 
is made by the defendant for judgment on the pleadings, viz., 


the complaint and answer. By section 547 of the Code of Civil 
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Procedure, enacted in 1908 in place of an earlier section which 
had been repealed, it is provided that: 


“If either party is entitled to judgment upon the pleadings, the court 
may, upon motion at any time after issue joined, give judgment accord- 
ingly.” 

The advantage of this summary method of determining the 
law of the case without the delay and expense of preparing the 
case for trial, and even perhaps actually trying it, only to ascer- 
tain that the complaint is insufficient in law, is clearly pointed out 
by Mr. Justice Giegerich in Mitchell v. Dunmore Realty Co., 
60 Misc. Rep., 563, 112 N. Y. Supp., 659. 

Such a motion must be determined solely on the pleadings 
as they existed at the time of the motion, and they can not in 
any way be aided by affidavits or testimony. Ship v. Fridenberg, 
132 App. Div., 782, 117 N. Y. Supp., 599; Standard Fashion Co. 
v. Thompson, 137 App. Div., 588, 122 N. Y. Supp., 300. The 
rules governing the determination of the motion are the same as 
where the motion is made at the trial. 


“Where the defendant makes such motion, it can not be granted if 
the facts stated show that the plaintiff is entitled to any relief, either legal 
or equitable, even though the judgment demanded is not the precise 
relief to which he appears to be entitled. Wetmore v. Porter, 92 N. Y., 76; 
Hotel Register Co. v. Osborne, 84 App. Div., 307 By making the motion 
the defendant admits every material fact set out in the complaint.” Per 
McLaughlin, J., in Clark v. Levy, 130 App. Div., 389, 382, 114 N. Y. Supp., 
890, 8902. 

See, also, Emanuel v. IValter, 138 App. Div., 818, 123 N. Y. 
Supp., 491; Milliken v. Fidelity & Deposit Co., 129 App. Div., 
206, 113 N. Y. Supp., 809; Jones v. Gould, 130 App. Div., 451, 
114 N. Y. Supp., 956. In several of these cases the motion was 
made after an answer had been interposed and the practice was 
again sustained in Schleissner v. Goldsticker, 135 App. Div., 435, 
120 N. Y. Supp., 333, where it was expressly approved, although 
the special term had denied the motion on the ground that on 
such a motion the insufficiency of the complaint could not be 
tested. See, also, Realty Associates v. Hoage, 141 App. Div., 
800, 120 N. Y. Supp., 709, and Olsen v. Singer Manfg. Co., 143 
App. Div., 142, 127 N. Y. Supp., 697, the opinion in the latter case 


being read by Mr. Justice Burr. Mr. Justice Bischoff held that, 
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after a defendant had joined issue by denial of the averments of 
the complainant, he could not move under this section upon the 
ground that the complaint is insufficient in substance (Ship v. 
Fridenberg, 65 Misc. Rep., 308, 120 N. Y. Supp., 969), but his 
decision was reversed by the appellate division (136 App. Div., 
931, 120 N. Y. Supp., 1146), on the authority of their former 
decision in the same case reported in 132 App. Div., 782, 117 N. Y. 
Supp., 599, supra. Under these authorities, the practice pursued in 
the present case is regular. 

Assuming, therefore, for the purpose of this motion, all the 
averments of the complaint to be true, the question is presented: 
Do they entitle the plaintiff to any relief, either legal or equit- 
able? If they do, the motion should be denied. 

The action is brought to enjoin permanently the defendant 
corporation, “its members, officers, agents, servants, and all per- 
sons associated with them or it, from using the name or words 
"Longenecker [ros.’ as above set forth or in any manner or form 
directly or indirectly connected or associated with the practice 
of dentistry or in any manner or form, directly or indirectly 
connected or associated with the word ‘dentist’ or ‘dentists’ or 
word or words of like import or meaning.” The plaintiff also 
prays that judgment be given him against the defendant for 
$2,500; but as he does not allege that he has been damaged in 
that amount, nor that the $2,500 for which he asks judgment 
is for damages for any unlawful act of the defendant, that part 
of the prayer may be disregarded. 

The plaintiff alleges in the first paragraph of the complaint 
that he is a duly licensed dentist and has practiced as such for 
twenty years in the borough of Brooklyn. In the second para- 
graph he alleges that he “for the past twenty years has had 
associated with him in said practice of dentistry, his brother, 
Frank B. Longenecker, and that they, at the times hereinafter 
mentioned, operated a dental parlor at 491 Fulton street, borough 
of Brooklyn.” He does not allege what style or firm was used 
by himself and his brother in such practice, nor that they prac- 
ticed under the firm name of Longenecker Bros.; nor does he 
show whether or not any partnership existed between them; 
nor, if any existed, whether it still subsists, so that his brother 
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would be a necessary party to such an action as this, if it in- 

volves the unlawful use of a partnership name. Neither does 

he show that his brother is no longer living, so as to give him 

(the plaintiff), as survivor, the right to the continued use of 

the partnership name, if any were used, nor that he received 
such a right upon the dissolution of any such partnership. 

| think it may be assumed that, if no partnership existed 

conducting business under the firm or style of Longenecker [ros., 

neither brother would have the right after a termination of the 

“association” to the exclusive use of the name Longenecker 


brothers. 


The third paragraph of the complaint merely alleges that 
| the defendant is a domestic corporation, organized under the 
laws of the state of New York. In this connection it will be 
noted that the title of the defendant is ‘“‘Longenecker Bros., In- 


corporated,” not merely Longenecker Bros. The difference is 
important. If a former copartnership had been doing business 
as Longenecker Bros. (which, as has been shown, is not alleged), 
and had sent bills to its customers under that name, and had 


displayed signs bearing that inscription, the addition of the 
word “Incorporated,” or of its usual abbreviation, “Inc..” would 
serve to suggest to most customers the fact that some change 
had taken place in the management or proprietorship. In this 
connection attention should be given to the very stringent provi- 
sions of section 203 of the Public Health Law (Consol. Laws 


1909, ¢. 45), Which provides as follows: 


“Every practitioner of dentistry must display in a conspicuous place 
upon the house or in the office wherein he practices his full name If 
there are more dental chairs than one in any office or dental parlor the 
name of the practitioner must be displayed on or by said chair in plain 
sight of the patient. Any person who shall practice dentistry without 
displaying his name as herein prescribed, and any proprietor, owner or 
manager of a dental office, establishment or parlor who shall fail so to 
display or cause to be displayed the name of each person employed as a 
practicing dentist or practicing as a dentist in said office, establishment 
or parlor, shall be guilty of a misdemeanor and punishable upon a first 
conviction by a tine of fifty dollars, and upon every subsequent conviction 
by a fine of not less than one hundred dollars, or by imprisonment for 
not less than sixty days, or by both fine and imprisonment.” 
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The fourth paragraph alleges: 


“That the purpose of said defendant corporation, as set forth 
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certificate of incorporation, filed in the office of the clerk of Kings county, 
July 24, 1912, is the manufacture and sale of tooth powders of all descrip 
tion, tooth brushes, dental instruments, dental chairs, and dental supplies 
generally.” 


Nowhere does it appear that the corporation has been formed 
for the purpose of practicing dentistry, nor that it does practice 
dentistry ; on the contrary, the pleader distinctly avers that the 
business to be carried on by the defendant is quite dissimila: t 
his own. In fact, by all recognized standards, he himself +. not 
in “business” at all. He practices a profession the success cr 
failure of which is largely the result of his personal skill and 
reputation; whereas, the defendant does not, according to his 
complaint, practice that profession at all. Indeed, it can not do 
so except under the limitations of section 203 of the Public Health 
law already noticed, and it is at least a debatable question whether 
it could lawfully practice dentistry at all. It can legally, by his 
own showing, only manufacture and sell certain articles, the 
products of capital and labor, which are useful to the public 
generally and to dentists in particular. That there is a very 
clean-cut distinction between these two things must be evident 
from the mere statement of the proposition. That an analogous 
distinction exists between the practice of medicine and the “manu- 
facture and sale of proprietary remedies which are entirely 
separate from and in no manner connected with the practice 
of medicine” is shown by the opinion of Judge Collin in the case 
of IVorld’s D. MI. Association v. Pierce, 203 N. Y.. 419, at page 
423. 90 N. E., 738, at page 740. 

The fifth paragraph alleges that the office of the defendant 
is located at 539 Fulton street, brooklyn. There is no allegation 
that the plaintiff ever had his office at that address. He states, 
on the contrary, that for twenty years his office has been at 491 
Fulton street. 


The sixth allegation is that no one of the name of Longe- 
necker is in any way connected with the defendant corporation. 
A corporation on receiving its charter may select any name which 
it pleases, without regard to whether the name chosen represents 
any person connected with its affairs or not. The name so chosen 


may violate the rules of rhetoric; it may be strange, harsh, or 
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uneuphonious; or it may be pleasing, attractive, and alluring to 
trade. All these considerations are of no consequence, unless 
also it be chosen purposely to mislead the public as to the 
identity of the corporation with another establishment, and so 
produce injury to the other beyond that which results from the 
similarity of the names. See Menecly v. Mencely, 62 N. Y., 427, 
20 Am. Rep., 489; Master v. Brooks, 132 App. Div., 879, 117 
N. Y. Supp., 585; [Vorld’s Dispensary Medical Ass'n v. Pierce, 
203 N. Y., 425, 96 N. E., 738. 

The seventh and eighth paragraphs read as follows: 

“That at said 539 Fulton street, borough of Brooklyn, the defendant 
herein has caused to be displayed therefrom, to the public, signs calculated 
to and which actually do mislead and deceive the public, in that said signs 
read, ‘Longenecker Brothers, Inc., Dentists.’ 

“That said display of said signs, as above set forth, has greatly dam- 
aged the plaintiff herein, in that patients seeking the plaintiff’s dental 


parlor at 491 Fulton street, borough of Brooklyn, have been misled and 
deceived thereby.” 


In view of the dissimilarity, not only in name but in the 
essential nature of the business of the defendant and the pro- 
fession of the plaintiff, these allegations must be regarded as 
mere conclusions of the pleader, unless they be accompanied by 
some averments showing the precise nature of the deception. 
It surely could not be contended that a patient seeking relief 
at the hands of a skillful dentist from a painful tooth would 
be deceived by the agents of a corporation into the purchase 
of tooth powders or other dental supplies and accept and pay 
for these articles in lieu of the treatment which he was seeking. 
As has already been pointed out, there is no allegation that the 
defendant corporation is practicing dentistry and by a similarity 
of names practicing a fraud on the plaintiff's patients. 

I think it is essential to a sufficient statement of a cause 
of action for an infringement of a trade-name that there should 
be a dealing in competitive goods, or competing for patronage 
of the same class of customers. Eureka Fire Hose Co. v. Eureka 
Rubber Manfq. Co., 69 N. J. Eq., 159, 60 Atl., 561; Elgin National 
Watch Co. v. Loveland (C. C.), 132 Fed., 41. The complaint 
here does not allege that the defendant is competing either fairly 
or unfairly for the profits which the plaintiff derives from the 
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practice of his profession. If it did allege that such was the 
case, then a court of equity might interfere and grant injunctive 
relief even though it were not a case of carrying on a trade or 
industrial or financial business. B. P. O. Elks v. Improved 
B. P. O. Elks, 205 N. Y., 459, 98 N. E., 756. 

The ninth paragraph, alleging simply that if the defendant 
corporation be allowed to continue the display of the signs, or 
signs of like import and meaning, plaintiff will suffer irreparable 
damage thereby, is, as was pointed out by Mr. Justice Rich in 
Kienle v. Gretsch Realty Co., 133 App. Div., 394, 117 N. Y. 
Supp., 502, “a mere conclusion of the pleader and of no real 
effect, unless facts which support and justify such conclusion 
are pleaded, from which the court can determine whether or not 
the conclusion is justified. In the absence of such facts a com- 
plaint in equity is bad.” 

Taking the entire complaint together, it does not, I think, 
state facts sufficient either in law or in equity to support or 
constitute any cause of action, under established rules of plead- 
ing to which at least some slight attention should be paid. 


Motion granted, with costs. 


Lockport CANNING Co. v. ROSARIO PUSATERI. 
(79 Misc. 293.) 
Supreme Court, Niagara County, February, 1073. 
UNFAIR COMPETITION—TRADE-N AMES. 
The defendant's use of the name “Lock City Canning Company,” 
in competition with the plaintiff is likely to cause confusion, particularly 


as the city of Lockport is known as “The Lock City,” and should be 
enjoined. 


In equity. On final hearing. 


W. A. Gold, for plaintiff. 
M. A. Federspiel, for defendant. 


Pounp, J.—The plaintiff, “Lockport Canning Company,” a 
domestic corporation having its factory and principal place of 
business in the town of Lockport, Niagara county, N. Y., brings 
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this action to restrain the defendant from using the name “Lock 
City Canning Company” under which the defendant is doing 
business in the city of Lockport, N. Y. Both concerns are en- 
gaged in the business of canning tomatoes and both sell to 
jobbers and wholesalers in the same field. Lockport is commonly 
known as the Lock City and is surrounded by the town of 
Lockport. 

It is contended by defendant, (a) that general terms ap- 
propriately descriptive of the business can not be exclusively 
appropriated by any one, and (0b) that a geographical name can 
not be exclusively appropriated against others who can and do 
use the name with equal truth, and that, therefore, plaintiff is 
not entitled to preventive relief. 

There can be no quarrel with the proposition that plaintiff 
has no exclusive right to the work “Lockport” and, as a separate 
and distinct proposition, no exclusive right to the word “canning.” 

It does not follow that plaintiff has no exclusive right to 
the name “Lockport Canning Company” because other concerns 
may truthfully describe themselves as Lockport canning com- 
panies. Such concerns may style themselves Lockport companies 
or canning companies, with additional distinctive words of de- 
scription, but it seems too clear for argument that plaintiff has 
the exclusive right to use the name “Lockport Canning Company” 
in connection with the business of canning tomatoes. 

The substitution of the word “Lock City” for “Lockport” 
produces a name so nearly resembling the name of plaintiff 
as to calculate to deceive. Thus it has been held that the name 
“Columbian Chemical Company” so nearly resembles the name 
“Columbia Chemical Company” that it is calculated to deceive. 
People ex rel. Columbia Chemical Co. v. O'Brien, to1 App. Div., 
290. 

This circumstance alone does not entitle the plaintiff to 
injunctive relief. Where there was no competition or rivalry 
between “Corning Glass Works” and “Corning Cut Glass Com- 
pany,’ it was held that, as the only confusion to be apprehended 
resulted from similarity of names, defendant would not be re- 
strained. Corning Glass Works v. Corning Cut Glass Co., 197 
Nu 3s, 233 


“ 
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But here, from the use of the name “Lock City Canning 
Company” by a business rival of the plaintiff, injury may reason- 
ably be anticipated, not from confusion due to mere similarity 
of name, but from the manner of using the name. 
Plaintiff is the first in the field and defendant has no right 
to establish himself as a direct competitor, catering to the same 
class of customers, and, by imitation of name, to mislead those 
dealing with him into buying his canned tomatoes under the 
impression that they are buying those of the plaintiff. Corning 
Glass Works v. Corning Cut Glass Co., supra. 
Plaintiff is entitled to judgment restraining defendant from 
the use of the name “Lock City Canning Company,” with costs. 


METROPOLITAN TELEPHONE & TELEGRAPH Co., et al. v. MEtTRO- 
POLITAN TELEPHONE & TELEGRAPH Co., ef al. 


Special Term, New York County, March 26, 19173. 


Unratr CoMPETITION—NAME OF DEFUNCT CORPORATION 

\ corporation that has transferred its assets and business but not 
its franchise to another corporation, and has been legally dissolved 
can not maintain an action to prevent the use of the same name by 
another corporation in the same line of business. Neither can the 


trustees, nor the successor in interest of such defunct corporation 
maintain such action 


In equity. On motion for preliminary injunction. Denied. 


Blandy, Mooney & Shipman, for plaintiff. 


Thomas Conington and Lewis Squires, for defendant. 


eRe. & 


GREENBAUM, ].—This is a motion for an ad interim injunc- 
tion to restrain the defendant Metropolitan Telephone & Tele- 
graph Company of Delaware from using its corporate name 
within the state of New York and to restrain the defendant Met- 
ropolitan Telephone & Telegraph Company from using its cor- 
porate name. The plaintiffs are the Metropolitan Telephone & 
Telegraph Company ; the directors and trustees of said company ; 
one Ford Huntington, a bondholder and bond owner of said 
company, suing on his own behalf and on behalf of all other 
bondholders similarly situated, and the New York Telephone 
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Company. The plaintiff Metropolitan Telephone & Telegraph 
Company was organized in 1880 under the laws of the state of 
New York for the purpose of carrying on a telephone business 
in the city of New York. It actively carried on its business until 
the year 1896, when it transferred all its assets, including its 
good will, except its corporate franchise, to the plaintiff New 
York Telephone Company. On August 8, 1896, it was dissolved, 
pursuant to voluntary proceedings for dissolution taken under 
the statute, and since that date has ceased to transact any business. 
The individual plaintiffs who are described as directors and 
trustees of the Metropolitan Telephone & Telegraph Company 
are the sole surviving directors and trustees of said company 
when the dissolution proceedings were taken and who under the 
statute in relation to the voluntary dissolution of corporations 
are authorized to wind up its business and affairs. The de- 
fendant the Metropolitan Telephone & Telegraph Company, a 
Delaware corporation, was organized on July 8, 1912, pursuant 
to the law of Delaware, and the other defendant of the same 
name was organized on August 26, 1912, pursuant to the laws 
of this state. It appears that in 1888 the plaintiff Metropolitan 
Company made an issue of bonds of the par value of $2,000,000, 
secured by a mortgage upon all its property, and that of the 
bonds thus issued $1,527,000 thereof are still outstanding and 
will mature on May 1, 1918, and that upon the acquisition of the 
assets of the plaintiff Metropolitan Company in 1896 by the New 
York Telephone Company the latter corporation assumed the 
liabilities of the Metropolitan Company, including the said bonds. 
Since 1896 the New York Telephone Company has carried on 
the telephone business theretofore conducted by the Metropolitan 
Company. It is alleged that the said plaintiff the Metropolitan 
Telephone & Telegraph Company so managed its business that 
it acquired a high reputation with the public as a telephone com- 
pany, and that the defendants have fraudulently adopted the 
name of said corporation in order to mislead and deceive the 
public into believing that each of them was the plaintiff the 
Metropolitan Telephone & Telegraph Company and “to cheat 
and defraud the public by passing off and selling the bonds and 
stocks of the defendants, which were and are of little or no value, 
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as those of the plaintiff the Metropolitan Telephone & Telegraph 
Company.” It is further alleged “that the acts of said defendants as 
aforesaid have caused confusion and mistakes and have a tendency 
so to do on the part of the public and prospective purchasers of 
bonds between them and the plaintiff the Metropolitan Telephone 
& Telegraph Company, have injured its reputation and good will, 
and have embarrassed and obstructed it and the other plaintiffs, 
and if persisted in will do grievous injury to the plaintiff the 
Metropolitan Telephone & Telegraph Company and the other 
plaintiffs who are interested in the preservation of its property, 
business, name and reputation.” Such substantially are the 
allegations upon which plaintiffs rest their prayer for injunctive 
relief. It will not be in order to inquire into the standing of the 
several plaintiffs to maintain this action. The plaintiff Hunting- 
ton, the holder and owner of some of the bonds of the dissolved 
corporation, clearly has no cause of action, for the reason that 
he could not in any event maintain an action without alleging a 
demand upon the trustee of the mortgage bonds to bring the 
action and his refusal so to do and without making said trustee 
a party defendant (IVestern R. R. v. Nolan, 48 N. Y., 513). But 
aside from this defect, and assuming, without holding, that if 
the alleged acts of the defendant tended to impair the security 
of the bondholders or the value of their bonds a right of action 
would accrue in favor of the bondholders or the trustees, there 
are no allegations of impairment, and therefore no cause of action 
stated. Nor do I think that the plaintiff the Metropolitan Tele- 
phone & Telegraph Company has stated a cause of action. It 
is an extinguished entity, whose estate, if any, is to be admin- 
istered by its surviving directors and trustees “for the purpose 
of paying, satisfying and discharging any existing debts or ob- 
ligations, collecting and distributing its assets and doing all other 
acts required in order to adjust and wind up its business and 
affairs, and may sue and be sued for the purpose of enforcing 
such debts or obligations until its business and affairs are fully 
adjusted and wound up” (Laws of 1896, c. 532). This plaintiff 
nowhere alleges that the acts of the defendants in any manner 
interfere with the winding up of its affairs. It has no assets, it 
has no corporate life to undertake any new business, and de- 
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fendant’s assumption of its corporate name can not even be 
regarded as a libel upon the deceased corporation. The case cited 
in behalf of the plaintiffs that a corporation that has gone out 
of business may restrain the use of its name by another cor- 
poration has no application to the facts of this case. Armington 
v. Palmer (43 L. R. A., 95), and Peck Bros. & Co. v. Peck Bros. 
c& Co. (113 Fed. Rep., 291) were not cases of dissolved, but 
embarrassed, corporations, whose corporate life had not yet been 
extinguished. With respect to the plaintiffs designated as sur- 
viving directors and trustees of the Metropolitan Telephone & 
Telegraph Company, it suffices to say that if the non-existent 
corporation that they represent has no suable grievance against 
the defendants there is no claim for them to assert. Coming 
to the remaining plaintiff the New York Telephone Company, 
we find that it acquired all the assets of the former Metropolitan 
Company and its good will and assumed its bond obligations. It 
is not contended that the New York Telephone Company ac- 
quired the franchise of the Metropolitan Telephone & Telegraph 
Company, which it might have done under section 58 of chapter 
932 of the Laws of 1896. It is not even alleged that it conducted 
its business as the “successor of the Metropolitan Telephone & 
Telegraph Company.” Under the circumstances it is not appar- 
ent precisely what the New York Telephone Company acquired 
under the “good will,” unless it may have been the customers of the 
former company. The good will could not carry with it the right 
to do business under the corporate name of the former company, 
and if it carried with it the right to use the old corporate name 
as a trade-name it is not alleged that it was thus ever used. There 
is no allegation of any interference by the defendants with any 
trade-name or right exclusively belonging to the New York Tele- 
phone Company. There is no claim that the latter company has 
ever made use of the name of the Metropolitan Telephone & 
Telegraph Company for business purposes during the past seven- 
teen years, or that its subscribers have transacted business with 
it and known it by that name. The only allegations of supposed 
injury to some or all of the plaintiffs are that the former Metro- 
politan Telephone & Telegraph Company is injured “in its repu- 
tation and good will” and that defendants have embarrassed and 


































NEW IRERIA EX, OF TABASCO PEP. CO. V. E. M ILHENNY’S SON | 39 


obstructed it and the other plaintiffs to their grievous injury, and 
that the public will be defrauded and cheated by the defendants’ 
sale of their alleged worthless bonds in the belief that they ar« 
purchasing bonds of the plaintiff Metropolitan Telephone & Tele- 
graph Company. There are no allegations that any one has as 
yet thus been deceived, and the seemingly admitted fact seems 
to be that the total sales of the old bonds on the New York Stock 
Exchange for the five years preceding this action amounted to 
thirty-three, of which fourteen were sold after the incorporation 
of the defendants. It is thus evident that there is no active sale 
of these bonds; that they are not speculative bonds and in all 
likelihood are generally held as investments, and there is n 
probability of confusion or deception on the part of the holders 
and owners of these bonds. Aside, however, from the generalities 
alleged in the moving papers, it is not shown how the New York 
Telephone Company is affected by any deception that may be 
practiced by the defendants upon the investing public in its at- 
tempt to sell bonds. Such matters are of no concern to this 
plaintiff and give it no standing in this action. Motion denied, 
with $1o costs. 


SUPREME COURT OF LOUISIANA 


New Iperrta Extract oF Tanasco Perper Co., Lrp. v. E. Mi 


ILHENNY'S Son, ect al. 


Southern Rep., 131.) 
October 21, Irol2. 


. TRADE-NAME—NAME OF PATENTED ARTICLE. 

Defendant, patentee of a process for making “Tabasco Sauce,” lost 
the right to the exclusive use of the name for his product upon the 
expiration of the patent 
REGISTRATION OF TRADE-MARK—FALSE STATEMENT. 

The registration of a trade-mark in the United States Patent Office, 
where such registration is obtained by a false declaration of exclusive 
use, does not justify the owner of the mark in a claim of exclusive 
right therein, nor extend to such claim the protection accorded to a 
statement made in good faith 
TrapE Liper—Farisek Ciaim or RicHt To Mark 

The issuance of a circular, falsely claiming a right to the exclusive 
use of a mark, and declaring a purpose to begin legal proceedings 
against any dealer who sold goods under that mark, other than those 
of the claimant, is a libel of the business of a rival user of the mark 
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4. Trade Liper—DamMaces. 
In a case of trade libel, substantial damages will be presumed, 
without proof of special damages. 


Appeal from a judgment in favor of defendants, in the 
Nineteenth Judicial district court, parish of Iberia. Reversed. 


| Philip H. Ments and Caffery, Quintero, Gidiere & Brumby, 
of New Orleans, and Gordon A. Sandoz, of New Iberia, 
for appellant. 
Howe, Fenner, Spencer & Cocke, of New Orleans, and 
Cammack & Broussard, of New Iberia, for appellees. 


LAND, J.—Plaintiff, a manufacturer of a certain pepper 
| sauce, styled “Extract of Tabasco Pepper,” sued the defendant, 
the manufacturer of the well-known “Tabasco” sauce, for $30,000 
damages for libel upon the business and occupation of the plain- 
tiff. Both parties are corporations domiciled in the parish of 
Iberia, La. 

The charge of libel was based on a circular letter issued by 
the defendant, in form as follows: 


“Legal. 
“TE. M. Mellhenny’s Son v. Infringers. 
“New Iberia, La., July 17, 1906 
“Rafferty & Hozier, New York, N. Y. 

“Dear Sirs: It has come to our attention that various persons are 
seeking to secure the benefit of the good will which attaches to the use 
of the trade-mark ‘Tabasco’ on bottles of pepper sauce. 

“This trade-mark was adopted in 1868 by Edmund Mellhenny to dis- 
tinguish his mark of pepper sauce from pepper sauce made by other 
manufacturers. It is registered as trade-mark No. 51,035 in the patent 
office of the United States. 

“Under this trade-mark a large and profitable business in the manu- 
facture and sale of pepper sauce was built up by Edmund Mcllhenny, 
and that business has grown to such large proportions under the manage- 
ment of his successors that certain competitors in the manufacture and 
sale of pepper sauce have been tempted to endeavor to secure some of our 
trade by the use of our trade-mark. It is our purpose to proceed against 
any person who in the future may offer for sale, under the trade-mark 
‘Tabasco,’ pepper sauce not made by us 

“We do not know whether, not being conversant with the foregoing 
facts, you have in the past offered for sale any pepper sauce other than 
ours under the foregoing trade-mark, or whether you are doing so at 
present; but, if such be the case, we request that you cease such in 
fringement. 

“In view ot the pleasant business relations which have existed be 
tween us in the past, we are especially averse to causing any unreasonable 
hardship by the enforcement of our rights; therefore, we beg to inform 
you that, if you have on hand any goods other than ours bearing the 
trade-mark “Tabasco, you may have until August 15, 1906, to observe our 
wishes expressed herein 
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“We will institute legal proceedings against any such dealers as may 
after August 15, 1906, offer for sale under the name ‘Tabasco’ pepper sauce 
manufactured by any person, firm or corporation other than E. Mcll- 
henny’s Son 

“Yours very truly, 
“(Signed) E. Mcllhenny’s Son.” 


Plaintiff alleged that 30,000 of these circulars were distrib- 


uted by defendant through the mails among dealers in pepper 
sauce throughout the United States, Canada, and foreign coun- 


tries, and that many persons who received the circulars thus sent 
had bought or used the pepper sauce manufactured by the 
plaintiff. 

Plaintiff further alleged that defendant also addressed letters 
to dealers in pepper sauce, and that the substance of said circulars 
and letters was the false and illegal claim that defendant was 
by law exclusively vested with the right to use the word 
“Tabasco” as a designation of its product, and threatening with 
suits for infringement all persons who might buy, sell, or use the 
product manufactured by the plaintiff, and that the object and 
purpose of all such writings and publications was to frighten 
dealers and msers of plaintiff's product from buying, selling, 
or using it, and to secure to defendant an unlawful monopoly 
in the use of the name “Tabasco.” 

Plaintiff further alleged that the defendant had no trade- 
mark that entitled it to the use of the name “Tabasco,” but, on 
the contrary, its patent right for “Tabasco pepper sauce” expired 
in the year 1887, and its subsequent illegal registration of ‘*Ta- 
basco” as a trade-mark had been canceled. 

Plaintiff further alleged that the illegal and wrongful acts 
of the defendant in the premises have damaged plaintiff in its 
trade in the sum of $10,000, in additional expenditures of labor 
and money to maintain its business standing in the sum of $3,000, 
in expenses incurred to procure the cancellation of the registra- 
tion of the said illegal trade-mark in the sum of $2,317.83, and 
in punitive damages in the sum of $16,000. 

The defendant appeared, and for answer denied all and 
singular the allegations in the petition contained. This answer 
was filed in August, 1907. In May, 1910, the defendants filed 
a supplemental and amended answer, in which they admitted 
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the distribution of the circular letters as alleged in the petition, 
but averred that said circular was prepared and mailed under 
the advice of competent counsel, that every statement and allega- 
tion therein contained was true, and that defendant corporation 
at the time said circular was mailed was entitled to the exclusive 
use of the word “Tabasco” as a trade-mark in connection with 
the manufacture and sale of pepper sauce, and that its successor 
in title, the McIlhenny Company, of the state of Maine, is entitled 
to the use of the same trade-mark. 

The answer further averred that since January, 1902, the 
plaintiff has continually infringed the trade-mark of the defend- 
ant. The case was tried, and judgment was rendered in favor 
of the defendant. The plaintiff has appealed. 

Kdmund Mellhenny in the year 1868 began to make a pepper 
sauce, which he called “Tabasco,” and in 1870 patented a process 
known in the market as ‘Tabasco sauce.” The family continued 
the manufacture of the same sauce, always using the name of 
“Tabasco” to indicate the product. They merged into the de- 
fendant corporation, which continued to manufacture the same 
sauce under the same name. The patent expired in 1887. Be- 
tween the years 1890 and 1900 other persons commenced the 
manufacture and sale of pepper sauce, called “Tabasco.” Among 
these were C. P. Moss of New Iberia and Christian Shertz of 
New Orleans, who in 1go1 formed a partnership for the manu- 
facture of Tabasco sauce in the town of New Iberia. In 1902 
Moss purchased Shertz’s interest in the partnership, and in 1902 
organized the plaintiff corporation, which continued the business. 


It appears that Shertz in July, 1901, deposited in the United 
States patent office for registration a label bearing the title 
“Tabasco Pepper (for Extract of Tabasco Pepper). and _ that 
in January, 1902, Shertz transferred to C. P. Moss all his right, 
title, and interest in said re-registered label, and that Moss, in 
turn, transferred the label and business to the plaintiff cor- 
poration. 

In 1905 the defendants applied to the United States patent 
office for registration of the name “Tabasco” as their trade-mark. 
This application was allowed, but was subsequently canceled 
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on the ground that the name 
merely descriptive. 





“Tabasco” was geographical, and 


In April, 1906, the defendants succeeded in registering the 
name “Tabasco” as their trade-mark under the act of congress 
approved February 20, 1905 (Act Feb. 20, 1905, c. 592, 33 Stat., 
728). This registration was based on an affidavit of ownership 
and actual and exclusive use of the trade-mark for ten years 


preceding the date of the passage of the act. In July, 1906, the 


defendants issued and distributed the circular letters as stated 
supra. 


In December, 1906, the plaintiff company registered in the 
United States patent office its trade-mark for “Extract of Ta- 
basco Pepper and Catsup.”’ 

The present suit was filed on June 25, 1907. In 1908 the 
plaintiff company filed an application to cancel the defendants’ 
registration of date April 3, 1906, on the grounds that the word 
“Tabasco” was not a technical trade-mark, and was not in the 
exclusive use of the defendants for ten years prior to February 
20, 1905. 


In March, 1909, plaintiff's application to cancel was sustained 
by the examiner of interference, and the decision was affirmed 
by the commissioner of patents in June, 1909. The defendants 
appealed to the court of appeals of the District of Columbia, 
which on February 1, 1910, handed down a decree affirming the 
decision of the commissioner. 


We make the following extracts from the opinion of said 
court, to wit: 


“Two questions are here involved: First as to whether appellant's 
mark may properly be denominated as a technical trade-mark, and, if 
not, whether the trade-mark act of February, 1905, clothes the commis- 
sioner with authority to cancel a mark registered under the so-called ten 
vears’ clause of that act 

“Appellant’s application was sufficient in form under either the pro- 
visions of the statute applying to technical trade-marks or under said ten 
years’ clause. Therefore, if it be found that registration can be sustained 
only under the ten years’ clause, it will be presumed that registration 
was under that clause. If, on the other hand, the registration can be 
sustained, under either of the above provisions, there is no reason, in the 
absence of an express finding of the commissioner, why registration should 
not be treated as that of a technical mark. 

“We will first inquire, therefore, whether ‘Tabasco,’ as here used 
is the subject of a technical trade-mark. Tabasco is a state in the republic 
of Mexico, and was when appellant adopted the name as a trade-mark. 
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Indeed, the record shows that the word was adopted by the predecessor 
of appellant because the seed of the pepper from which the sauce was 
made originally came from that state. In the application for a patent 
for the purpose of preparing this sauce filed by appellant’s predecessor, 
and upon which the patent was granted September 27, 1876, it is stated: 

“*This invention relates to a new process of preparing an aromatic 
and strong sauce from the pepper known in the market as Tabasco pepper. 
This pepper is as strong as Cayenne pepper, but of finer flavor.’ 

“It is worthy of notice that no application for the registration of this 
mark was made until after the term of the monopoly granted by said 
patent had expired. See J. A. Sciven Company v. W. H. Towles Manu- 
facturing Company, 32 App. D. C., 321. 

“Section 5 of said trade-mark act prohibits the registration of any 
mark ‘merely a geographical name or term.’ This provision is simply 
declaratory of the common law, and it is well settled ‘that no one can 
apply the name of a district or country to a well-known article of com- 
merce, and obtain thereby such an exclusive right to the application as 
to prevent others inhabiting the district, or dealing in similar articles 
coming from the district, from truthfully using the same designation. 
Canal Co. v. Clark, 13 Wall., 321. In Columbia Mill Co. v. Alcorn, 150 U.S. 
460, 14 Sup. Ct., 151, 37 L. Ed., 1144, it was held that a person can not ac- 
quire the right to the exclusive use of the word ‘Columbia’ as a trade-mark. 
The court said: ‘The word “Columbia” is not the subject of exclusive ap- 
propriation under the general rule that the word or words in common use, 
as designating locality or section of the country, can not be appropriated by 
any one as his exclusive trade-mark.’ This case was cited with approval in 
Elgin National Watch Company v. Illinois Watch Company, 179 U. S., 673, 
where the court, speaking through Mr. Chief Justice Fuller, said: ‘No 
sign or form of words can be appropriated as a valid trade-mark, which 
from the nature of the fact conveyed by its primary meaning, others 
may employ with equal truth, and with equal right for the same purpose.’ 

“It appears that the Tabasco pepper is distinctly different from other 
peppers on account of its peculiar aroma. Manifestly, therefore, no person 
or firm should be given the exclusive right to designate pepper sauce, the 
principal ingredient of which is, of course, peppers, as ‘Tabasco.’ We 
think ‘Tabasco’ a geographical name, and hence not entitled to exclusive 
appropriation by appellant in vending pepper sauce. 

“It is not denied that appellant was not the exclusive user of said mark 
during the period required to justify registration under said ten years’ 
clause.’ 


The court held that the commissioner had authority to 
cancel the registration. 

This decision clearly holds that “Tabasco” is a name that 
can not be exclusively appropriated by any one as a trade-mark 
at the common law, or under the general trade-mark law of the 
United States, and that defendants did not have exclusive use 
of the name as required by the act of 1905 to entitle them to 
appropriate it as a trade-mark. 

But it is argued in behalf of the defendants that in the 
year 1906, when they issued the circular letters, the name “Ta- 
basco” was their duly registered trade-mark, that such registration 














NEW IBERIA EX. OF TABASCO PEP. CO. Vv. E. M ILHENNY'S SON 145 


was prima facie evidence of ownership, and gave them the right 
to sue all infringers for damages, under section 16 of the act 
approved February 20, 1905. 

On the other hand, it is argued in behalf of the plaintiff 
that the same act provides as follows: 





“Sec. 25. That any person who shall procure registration of a trade- 
mark, or entry thereof, in the office of the commissioner of patents by a 
false or fraudulent declaration or representation, oral or written or by 
any false means, shall be liable to pay any damages sustained in conse- 
quence thereof to the injured party, to be recovered by an action on the 
case 









—and that the registration in question was procured by a false 
statement in the declaration that the use of said trade-mark by 
the defendants and their predecessors in title had been exclusive 
since 1868. The declaration as to the exclusive use of the trade- 










mark was not true, as shown beyond dispute by the evidence 
adduced on the trial of the case. The fact that the plaintiff and 
other dealers were using the word “Tabasco” as a part of their 
trade-marks was well known to the defendants, and was the rea- 
son why they applied for the registration of their trade-mark. 
The claim of exclusive use was abandoned before the commis- 
sioner of patents and the court of appeals, D. C. 

As a matter of law, the exclusive right, if any, of the de- 
fendants to use the name “Tabasco,” expired with their patent 
in the year 1887. See Singer Mfg. Co. v. June Mfg. Co., 163 
U.S., 169, 186. The court in that case said: 
















“The public having the right on the expiration of the patent to make 
the patented article and to use its generic name, to restrict this use, 
either by preventing its being placed upon the articles when manufactured, 
or by using it in advertisements or circulars, would be to admit the right 
and at the same time destroy it. It follows, then, that the right-to use 
the name in every form passes to the public with the dedication resulting 
from the expiration of the patent.” 

But the expiration of the patent does not destroy the good 
will which belong to the original maker, and one who uses the 
generic name may be compelled to indicate that the ar- 
ticles manufactured by him are made by him, and _ not 
the proprietors of the extinct patent. Jd.’ See, also, Holzap- 
fel’s ‘Co. v. Rahtjens Co., 183 U. S., t2, -22'-Sup-. Ct.; 6, 
46 1. Ed., 49; Saxlehner v. Eisner, et al:, 179 U.S., 35, 21 Sup. 
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Ct., 7, 45 L. Ed., 60; IWhann v. Whann, 116 La., 690, 41 South., 
38. In the case of Mrs. Mary E. Mcllhenny, ct al. v. Feith & 
Boehme, in the United States circuit court, southern district of 
Texas, in the year 1898, a consent decree was entered up in favor 
of the defendants, rejecting the demand of the plaintiffs for 
an injunction prohibiting and restraining the use of the name 
“Tabasco” on pepper sauce labels; but perpetuating the injunc- 
tron against the use of imitations of the bottles, caps, labels, and 
cartons used by the complainants. 

The special defense in this case is that the declaration in 
question was made in good faith and on the advice of counsel. 
A patent lawyer of New York City was consulted by defendants, 
and on September 29, 1905, wrote to one of the defendants as 
follows: 


“T enclose herewith, four declarations which meet the commissioner’s 
objections. One of them, No. 8778, I have drawn in two forms, I should 
prefer that you should verify the one lettered ‘A,’ because if any admis- 
sion be made that the use had not been exclusive the commissioner may 
desire to call in the parties who have used the same to hear if they have 
any objections to your obtaining the trade-mark ‘A,’ because, in the legal 
sense, your use of the name ‘Tabasco’ has been exclusive though in the 
literal sense it has not been so because of the temporary use of that name 
by other persons. If you feel that you can not verify the declaration, 
‘A, please verify and return the declaration marked ‘B,’ and also return 
the three other declarations, duly verified.” 


The declaration marked “A” was executed and filed in the 
patent office. In declaration “B,” which could not be found, 
allusion was made to the fact that various persons had at one 
time or another and for varying periods temporarily used the 
word “Tabasco” as a trade-mark, but who had discontinued 
the use because ‘of threats of suit or other reasons. Counsel 
knew that the plaintiff in this suit had been and was selling a 
pepper sauce under the name of the “Extract of Tabasco Pepper 
Sauce,” but was of opinion that such use was not a use of the 
word “Tabasco” as a trade-mark within the strict and limited 
meaning of the federal statutes and patent office regulations. 
Counsel, as early as 1901, had advised the defendants that they 
were entitled, under the common law, to the exclusive use of 
the word “Tabasco” as a trade-mark, and that the regulation 
thereof would add nothing to their common-law rights. Counsel 
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advised the defendants that the use by the plaintiff. of the word 
“Tabasco” especially in connection with the words “New Iberia” 
and the distinctive shape of bottle was intended to deceive, and 
was calculated to deceive customers into buying its sauce, when 
they intended to buy the sauce made by the defendants. Counsel 
advised the defendants to issue the circular letters and to pro- 
ceed against all dealers who used “Tabasco” as a trade-mark. 

The “actual and exclusive use” of the word “Tabasco” was 
a matter of fact, which the affiant was called upon to verify. 
Declaration “B” disclosed the fact of the use-of the word “Ta- 
basco”’ by other persons. Declaration “A” affirmed “actual and 
exclusive use” by defendants since the year 1868. The affant 
had his choice between the two declarations, and elected to verify 
the one which affirmed ‘actual and exclusive use” in the defend- 
ants since 1868. Such use was a matter of fact, and on its 
verification the defendants obtained the registration of their 
trade-mark. If the real facts had been disclosed, the application 
for registration would have been rejected. No amount of legal 
advice will excuse a suppression, or misrepresentation, of the 
facts of a case. The client is responsible for the truth of facts by 
him verified, and advice of counsel will not shield him from 
statements that are not true. 

Having procured the registration of their trade-mark on 
affidavit of “actual and exclusive use,” the defendants forthwith 
proceeded to inaugurate a campaign by circular letters against 
their “competitors” by threatening suits for damages against any 
person who in the future may offer for sale, under the trade-mark 
“Tabasco,” pepper sauce not made by them. These circular let- 
ters were supplemented by personal letters to a number of dealers. 
Some forty or fifty of the customers of the plaintiff received de- 
fendants’ circular letters, and a number of them ceased dealing 
with plaintiff for fear of damage suits. Plaintiff was compelled 
to take active steps to protect his trade by writing to and visiting 
customers, assuring them of protection, and employing counsel 
to defend suits against them. Plaintiff employed counsel in 
New York City and in the city of New Orleans, and incurred 
costs and expenses to an amount exceeding $2,000 in the prose- 
cution of the proceeding in Washington, D. C., to cancel the 
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registration of defendants’ trade-mark. The business of the 

plaintiff throughout the United States was substantially dam- 

aged by the pretensions and threats of the defendants in the 
' premises. In the nature of things the amount of damages can 
not be proved with certainty. But substantial damage will be 
presumed in case of the slander or libel of the business of per- 
sons engaged in trade, and it is for the court or jury to assess 
the amount which should be reasonable, considering the facts 
and circumstances of the case. See Spearing v. Bank, 129 La., 
607, 56 South., 548. 

This is not a suit for damages, under the act of 1905, for 
procuring the registration of a trade-mark by a false declaration. 
Hence we do not think that damages are recoverable herein for 
attorney fees and expenses incurred in the proceeding to cancel 
the registration of defendants’ trade-mark. The manner in which 
| that registration was procured may be considered in determining 

the question of good faith of the defendants. 

Our conclusions are that defendants had no exclusive right 
to the use of the word “Tabasco” as a trade-mark; that the term 
“Tabasco” became public property in 1887 on the expiration of 
the patent issued in 1870; that the registration of 1906 was pro- 
cured by a misrepresentation of the facts of the case; that de- 
fendants acted in bad faith with intent to drive the plaintiff and 
other competitors from the market; and that the plaintiff has 
not infringed on the good-will rights of the defendants. 

The evidence shows that the business of the plaintiff has 
steadily increased in volume since 1906. This fact, however, 
does not show that no damage was sustained by the plaintiff by 
reason of the libel of its business. 

Under the circumstances of the case, we are of opinion that 
an award of $5,000 as damages would be reasonable. 

It is therefore ordered that the judgment below be reversed, 
and it is now ordered that the plaintiff do have.and recover of 
the defendants in solido the sum of $5,000, with legal interest 
thereon from the date of this decree and costs in both courts. 


Breaux, C. J.—I am of the opinion that the amount allowed 
is excessive, and for that reason I am unable to sign the decree. 
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COURT OF APPEALS OF THE DISTRICT OF COLUMBIA 
IN RE REISCH BREWING COMPANY. 


(188 O. G., 811.) 


December 30, 1912. 






ConFiictinGc TrapE-Marks. 

A trade-mark consisting of the representation of a top upon which 
prominently appears the picture of a peacock with outstretched tail 
and the words “Gold Top” above the picture is properly refused regis- 
tration as a trade-mark for beer, in view of the prior registration of a 
trade-mark consisting of the word “Peacock,” or a picture of a peacock, 
with the words “Ye Peacock Ale” immediately thereabove. 





For the decision of the commissioner of patents, see Re- 
porter, Vol. 2, p. 103. 








Mr. E. G. Seggers, for the appellant. 
Mr. W. S. Ruellman, for the commissioner of patents. 








Ross, J.—Appeal from a decision of the commissioner of 
patents (174 O. G., 1217) refusing to register an alleged trade- 
mark for beer, consisting of a representation of a top upon which 
prominently appears the picture of a peacock with outstretched 
tail, the words “Gold Top” appearing above the picture. 
















‘ Appellant, in its application, avers use of this mark since 
January 1, 1903. It is the successor of F. Reisch & Bros., who, 
on January 3, 1893, registered for use as a trade-mark the figure 
of a beer-bottle, a shower of beer spouting therefrom and the 
words “Bimini” just above and “Fountain of Youth” just below. 
The bottle-label also contains the word “Bimini.” Combined 
with the bottle is the capital letter “R” and a bird, described as 
a peacock, is perched upon the lower horizontal stroke of the 
letter. The bird of that mark, while given a somewhat prominent 
position therein, is not a dominating feature. On December 15, 
1896, there was registered to Thomas McMullen & Co., of New 
York, as a trade-mark, the word “Peacock,” or a picture of a 
peacock with the words “Ye Peacock Ale” immediately above. 
It is hardly necessary to suggest that in this mark the peacock 
is a dominating feature. It is evident that the users of the mark 
intended that the goods upon which it was used should be known 
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as peacock goods. In fact, they are so designated in the mark 

itself. This mark the patent office evidently found not to con- 

flict with the registration of 1893 of F. Reisch & Bros. 
\ The mark which appellant now seeks to register clearly con- 
flicts with the McMullen mark, as the dominant feature of each 
is a peacock. Notwithstanding this, appellant says “it has vested 
right to the use of the peacock” because of said registration in 
1893 of its predecessor, to which it has succeeded. This conten- 
tion is too broad. It undoubtedly has the right, as against Mc- 
Mullen & Co., to vend its goods under the mark registered by its 
predecessor, but it has no right so to change it that it will conflict 
with a mark which was in use at the time of the change, and which 
did not conflict with the prior registration. The decision is 
affirmed. 





IN RE STANDARD Oi, COMPANY OF NEW YorK 


(188 O. G., 811.) 
January 6, 1912. 


RENEWAL OF REGISTRATION—REFUSAL BY THE COMMISSIONER—APPEAL. 

Under the provisions of the trade-mark act of 1905 no appeal lies 
to the court of appeals of the District of Columbia from a decision of 
the commissioner of patents refusing to renew the registration of 2 
trade-mark. 


For decision of the commissioner of-patents, see Reporter, 


Vol. 2. p. 487 


Mr. Archibald Cox, for the appellant. 
Mr. Robert F. Whitehead, for the commissioner of patents. 


Van Orspet, J.—This is an appeal from the commissioner 
of patents declining to renew the registration of appellant's trade- 
mark for refined petroleum, consisting of the words ‘White 
Rose,” originally registered September 27, 1881. 

The right of renewal of registration is claimed under section 
12 of the trade-mark act of 1905, which provides— 
that a certificate of registration. shall remain in force for twenty years, 


except that.in the case of trade-marks previously registered in_a foreign 
country such certificates Shall cease to be in force on the day on Which 
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the trade-mark ceases to be protected in such foreign country, and shall 
in no case remain in force more than twenty years, unless renewed. Cer- 
tificates of registration may be from time to time renewed for like periods 
on payment of the renewal fees required by this. act, upon request of the 
registrant, his legal representatives, or transferees of record in the patent 
office, and such request may be made at any time not more than six months 
prior to the expiration of the period for which the certificates of regis- 
tration were issued or renewed. Certificates of registration in force at 
the date at which this act takes effect shall remain in force for the period 
for which they were issued, but shall be renewed on the same conditions 
and for the same periods as certificates issued under the provisions of 
this act, and when so renewed shall have the same force and effect as 
certificates issued under this act 
It is insisted by counsel for appellant that, though his appli- 
cation is in the form of an application for original registration, 
it should be treated as a request for renewal; in other words, 
that an applicant for a renewal is only required to present a 
request to the commissioner of patents, accompanied by a fee of 
ten dollars. The commissioner held that an application for re- 
newal is subject to all the objections which may be interposed 
to an original application. An interpretation of this provision 
of the trade-mark act is sought by this appeal. 

At the outset we are confronted with a question of juris- 
diction, which, we think, -disposes of this case. Section g of the 


trade-mark act of 1905 provides, among other things- 


that if an applicant for registration of a trade-mark, or a party to an inter- 
ference as to a trade-mark, or a party who has filed opposition to the 
registration of a trade-mark, or a party to an application for the can- 
cellation of the registration of a trade-mark is dissatisfied with the 
decision of the commissioner of patents, he may appeal to the court of 
appeals of the District of Columbia. 


The right of appeal here granted is statutory, and must be 
confined fo the express terms of the statute. It will be observed 
that this is not an appeal by an applicant for registration, or by 
a party to an interference, or in an opposition proceeding, or for 
the cancellation of registration. It is for an entirely different 
purpose, the renewal of a registration already in existence for 
twenty years. The term in the appeal section, “applicant for 
registration,” clearly means an original applicant, and not one 
merely seeking a renewal. 

It.is contended on behalf of applicant that inasmuch as the 
application here is in the form of an original application, it is 
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sufficient to give us jurisdiction to construe the act and review 
the decision of the commissioner. The argument is specious, in 
that it suggests that a court, merely by the form of pleading, may 
be given jurisdiction of a subject otherwise foreign to its juris- 
diction. Looking through the form in which this matter was 
presented in the patent office, we find the subject-matter to be a 
request for the renewal of registration, and it matters not whether 
it be called an application or a mere request, the object sought is 
the same. 

This construction of section 9 is emphasized by the language 
employed by congress in the preceding section of the act granting 
appeals to the commissioner, which reads as follows: 

That every applicant for the registration of a trade-mark or for the 
renewal of the registration of a trade-mark, which application is refused, 
or a party to an interference against whom a decision has been rendered, 
or a party who has filed a notice of opposition as to a trade-mark, may 
appeal from the decision of the examiner in charge of trade-marks, or 


the examiner in charge of interferences, as the case may be, to the com- 
missioner in person, having once paid the fee for such appeal. 


Thus, the right of appeal to the commissioner is carried on 
to this court, except where it is “for the renewal of the regis- 
tration of a trade-mark.” As to this, the right of appeal stops 
with the commissioner. Congress, we think, properly has dif- 
ferentiated between an applicant for registration and an applicant 
for renewal. Hence, with this distinction established, an appli- 
cant for renewal is not embraced within any class to whom the 
right of appeal to this court has been granted. 

The appeal is dismissed. 


COMMISSIONER OF PATENTS 
Ex Parte, J. C. BLatrr Company. 


(188 O. G., 808.) 
February 20, 1913. 


TRADE-MARK—NAME OF AN INDIVIDUAL. _ , 

The word “Webster” not written in a distinctive manner is properly 
refused registration under the provisions of section 5 of the trade-mark 
act. 

Messrs. Arthur C. Fraser & Usina and Messrs. Fraser, Turk 
& Myers, for the applicant. 
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TENNANT, Assistant Commissioner.—This is an appeal from 


the decision of the examiner of trade-marks refusing registra- 
tion of the word “Webster” as a trade-mark for paper for tablets, 
etc. Registration was refused upon the ground that the word 
“Webster” is an ordinary surname not displayed in a distinctive 
manner. 


Section 5 of the trade-mark act provides in part— 


that no mark which consists merely in the name of an individual, arm, 
corporation, or association, not written, printed, impressed, or woven in 
some particular or distinctive manner or in association with a portrait 
of the individual * * * shall be registered under the terms of this act. 


It was admitted at the hearing that the word was not dis- 
played in such a distinctive manner as to confer registrability 
upon the same within the terms of the statute above quoted. It 
is, however, contended that the word is not merely a name of 
an individual within the meaning of this section of the statute ; 
that by reason of the notoriety of the name “Webster” in connec- 
tion with Webster’s Dictionary and its association with other 
notable men it is of such a character as to justify registration. 
Reference is made to the fact that such names as “Napoleon,” 
‘Bismarck,” etc., have been previously registered by this office. 

It was well settled prior to the passage of the act of Febru- 
ary 20, 1905, that descriptive words, geographical terms, and 
names are not capable of exclusive appropriation as a trade-mark. 
As stated by the supreme court in Brown Chemical Company v. 
Meyer (139 U. S., 540): 


The general proposition is well established that words which are 
merely descriptive of the character, qualities or composition of an article, 
or of the place where it is manufactured or produced, can not be monopo- 
lized as a trade-mark (Canal Company v. Clark, 13 Wall., 311; Manufac- 
turing Company v. Trainer, 101 U. S., 51; Caswell v. Davis, 35 N. Y., 281; 
Thomson v. Winchester, 19 Pick., 214; Raggett v. Findlater, L. R., 17 Eq., 
29); and we think the words “Iron Bitters” are so far indicative of the 
ingredients, characteristics and purposes of the plaintiff's preparation as 
to fall within the scope of these decisions. It is hardly necessary to say 
that an ordinary surname can not be appropriated as a trade-mark by 
any one person as against others of the same name, who are using it 
for a legitimate purpose; although cases are not wanting of injunctions 
issued to restrain the use even of dne’s own name where a fraud upon 
another is manifestly intended, or where he has assigned or parted with 
his.right-to.use it. (McLean-v. Fleming, 96.U. S., 245; Goodyear Com- 
pany v. Goodyear Rubber Company, 128 U. S., 508; Russia Cement Co. v. 
Le Page, 147 Mass., 206; Hoxie v. Chaney, 143 Mass., 592.) 
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The act of February. 20, 1905, merely incorporated into the 
statute, in so far as mere names of individuals are conecrned, 
the provision of the common law. Under the terms of the statute 
the registration is expressly prohibited of mere names _ unless 
displayed in such distinctive manner as is defined by the terms 
of the statute above quoted. That the name “Webster” is a 
common surname is not denied. In fact, it may be stated that 
the name “Webster” appears at least a hundred times in the 
Washington Directory for 1912. Whether the name “Noah Web- 
ster” or “Daniel Webster” would be registrable upon the theory 
upon which such names as “Napoleon,” “Bismarck,” etc., were 
registered—viz., that they are not merely names of individuals, 
but names of celebrities—need not be decided, since appellant is 
not seeking to register such a name, but the common surname 
“Webster.” 

[ find no error in the decision of the examiner of trade- 
marks, and it is accordingly affirmed. 





THe Grorce & Barker Co. v. Tut LArrray & HERRMAN Co. 
v. LANE-Lippy FISHERIES Co. 
(188 O. G., 1051.) 
February 14, 1913. 
INTERFERENCE—MOTION To DissoLvE—APPEAL. 
A decision: of the examiner of trade-marks upon a motion to dis- 


solve an interference, based on the ground that there is no interference 
in fact, is reviewable on appeal and not on petition. 


Messrs. Britton & Gray, for The George & Barker Co. 
Messrs. Mason, Fenwick & Lawrence, for The Laffray & 
Herrman Co. 
Messrs., Macleod, Calver, Copeland & Dike, for Lane-Libby 
Fisheries Co. 
MILLINGS, First Assistant Commissioner.—This is a petition 
by The Laffray & Herrman Co. that the commissioner review a 
decision of the examiner of trade-marks, dated. December 14, 
1912, refusing to dissolve the above-entitled. interference. 
The record shows that the petitioner filed a motion to dis- 
solve the interference, which motion raised the question of simi- 
larity of goods. The examiner denied the motion upon the ground 
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that tle goods of the respective parties were of the same descrip- 
tive properties. 

In the case of the Columbia Drug Co. v. The Lester H. 
Greene Co. v. Jehu R. Smith v. Scott and Bowne (154 O. G., 
836), it was held that an appeal lies to the commissioner from the 
decision of the examiner of trade-marks upon a motion to dis- 
solve the interference on the ground that there is no interference 
in fact. 


The petitioner has mistaken its remedy. A review of the 
decision of the examiner of trade-marks can be had only by ap- 


peal. The supervisory power of the commissioner should not be 
invoked by petition when the question raised therein should be 
presented for decision on appeal. 
The petition is dismissed. 
Kx PARTE, RireEsIZzE UNDERWEAR Co. 
(188 O. G., 807.) 
February 24, 1913. 


DESCRIPTIVE TERM—“RITESIZE.” 

The word “Ritesize’ as applied to underwear is not descriptive 
of such goods and is registrable as a trade-mark therefor. 

Messrs. Duell, Warfield & Duell, for the applicant. 


Moore, Commissioner.—This is an appeal from the examiner 
of trade-marks refusing to register the word “Ritesize’” as a 
mark for underwear on the ground that the mark is descriptive 
of the goods. 

In the case of many articles it is undoubtedly true that the 
expression in question would be properly held descriptive. In 
the case of underwear, however, there can be no particular size 
which could be described as “Ritesize,” whether this expression 
is considered to refer to absolute size or to the prope irtion of 
one part to another, since there is no given size or proportion in 
underwear which could be considered a right size any more than 
another. 

In connection with the goods to which it is applied the word 
is considered wholly fanciful. 


The decision of the examiner of trade-marks is reversed. 
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Ex parTE, E. C. Atkins & CoMPANY. 
(188 O. G., 513.) 
January 15, 1913. 
CoNFLICTING MARKS. 
__A trade-mark for saws, consisting of a circle superimposed upon a 
five-pointed star, is properly refused registration in view of a prior 
registered mark for saws consisting of the words “The Star” and a 


circle inclosing a five-pointed star, since these marks are so similar 
that their simultaneous use is likely to cause confusion. 


Mr. Arthur M. Hood, for the applicant. 

Moore, Commissioner.—This is an appeal from a decision 
of the examiner of trade-marks refusing to register a mark for 
saws which consists of a circle superimposed upon a five-pointed 
Star. 

Registration was refused in view of the registered mark of 
John Simmons Company, No. 36,621, June 18, 1901, and two reg- 
istered marks of George Nathan Clemson, No. 47,670, of No- 
vember 14, 1905, and No. 50,640, of March 27, 1906. 

The mark of the Simmons Company consists of a star upon 
which is a circle inclosing a diamond and a smaller circle bearing 
the letter “S.” The mark is applied to iron pipes, fittings, valves, 
and “tools in that class.” The registered marks of Clemson con- 
sist, respectively, of the words “The Star” and a circle inclosing 
a five-pointed star. Each of the Clemson marks is applied to 
saws. The examiner has held that the Simmons Company’s 
mark covers goods of the same class as those to which applicant 
applies its mark, on the ground that the expression “tools in 
that class’ would include hacksaws, which would be goods of 
the same descriptive properties as the applicant’s goods. 

It is unnecessary to decide whether the examiner was right 
in so holding, for I am clearly of the opinion that the registered 
marks of Clemson are so nearly like that of the applicant as to 
be likely to cause confusion, and the goods to which they are 
applied are identical. The circle in applicant’s mark is smaller 
relatively to the star than that shown in the Clemson mark, but 
the impressions created upon the mind by these two marks are 
the same. The star is unquestionably the dominating feature. 

It must be held, therefore, that registration was properly 


refused, and the decision of the examiner of trade-marks is 
affirmed. 
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